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COMPrROLLER OSNERAL OF THg UNITED STAWS

WASH*INTON. D.C. MC 8

B-178104 May 4 1973

The Honorable Claude S. Brinegar
The Secretary of Transportation

Dear Mr. Secretary:

Reference Is made to a letter dated February 27, 1973,
from your General Counsel, requesting our decision as to the
5authority of the Department of xnsportationboa to enter
into a nonexcluaive patent license with International Tele-
phone and Telegraph Corporation CZn) under ITT 11.9. Gloess
Patent Ho. 2,807,016, issued September 17, 1957, and sched-
uled to expire on September 15, 1974, relating to plmn-position
indicator radar.

Xo sumarize, the license would be effective as of the
date on which ITT first lodged a claim for compensation with
DOT. The license would be royalty-bearing based on past and
future departmental procurements. The General Counsel con-
siders it to be necessary and in the best interests of DOT to
takeo the licease to recognize a deserving patent and avoid the
disruption incdlcnt to litigation in t'se Court of Claims.

It is pointoe out that two agencies of DOT use the patent
without licence; that ITT has offered and apparently has the
authority to grant the license proposed; that the patented
invention has been used in DOT radar procurements; and that
the Department of i)efense (DOD) has becn a licensee under the
instant patent for its radar procurements. Reference is made
to a 1961 DOD license agreement covering future royalties and
providing for a lunp-eum payment to ITT for a release of all
Government agencies for past infringement prior to the effec-
tiv, date of the agreement. Also, all known domestic manu-
facturers of radar have accepted a license under the instant
patent. The royalty rate proposed would be the asme now paid
by DOD,

The General Counsel presents several legal arguments to
support the proposed execution of the license agreement with
ITT--(I) the fact that other Government .'gencies no a matter
of course either take patent licenses ox tallow royalty charges
in. the rrocutrcr.vnt of cupplcitn: (2) ttw eonnidereci lnhl'cr :nt
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authority of a Government agency having procurenent respon-
uibility to enter into such an agreement to provide coupen-
cation for procurements made after the date when license
vitiations aro coenccd; (3) the opinions of legal

co;nentators that patent infringement claims can be settled
sore amicably vithout recsort to litigation In the Court of

Cla4'*'s under 210 U.S.C. 1498; and (4) the position of some
authorities tlhat a Gkvernnent agency, other than the Depart-
tweut of Defenie, does have the authority to nettle a clais for
pacit infrinrecent of a patent. With respect to the latter
urruaent, the General Counsel refers to the alleged viability
of ucction 3 of the Rtoynaty Adjustment Act of 1942, 56 Stat.
1013, 1014, 35 U.S.C, 89-96, 1946 Edition. In the alternative,
your Ganaral Counsel ctaton that, as here, procurements taking
place during a period of diccussion betsvean a proposed licensor
and a GovernMent agency are not "past infringecent.'

28 U.SC. 1498 provides that the remedy of a patent owner
for unauthorised patent infringement occurring during the use
or unnufacture by or for the Government shall be by action
against the Government In the Court of Claims for the recovery
of hig reasonable and entire conpensation for such use and
manufacture. We have ofte m iterated the interpretation of
that act by the courts to thc effect that the remedy provided
therein is exclusive atnd comprehensive in nature. The Congress
has specificelly authoriLed cartain Grvtrnment agencies to
resort to additional methods for compen.titing patent holders
such nn the purchase of license egreements or the administrative
settlenent of pr.tcnt infringement claims. But, isith respect to
your Doparcment, your General Counsel has not cited, nor are wa
axwara of, any ouch specific statutory aut) 'rity thtich would per-
nit the exocution of the proposed licens8L %greoment by your
Department, Xorecver, in 37 Comp, ion. 199, 201 (1957), cited
by your General Counsel, c trnade the follotving, co-;nntn volich
are directly pertinent to a portion of the rationale employed by
your General Couusel to support the execution of the proposed
license:

With npecific reference to the authority to
acquire by contract a patent or a license to use it,
the Attorney General advised the Secretary of the
Navy in 19 Op. Atty. Con. 40, dated October 4, 1889,
that no a-clt authority could be deduct-' front an Annual
appropriation providing for the furnichinR or nanu-
facturinj-n of an article used in the naval r.orvicc.

!.n: * :.'.'. :L . t : C':2 rn't;fl :o.l to t.;..:; 'V Con-
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by or for the Government without obtaining the
consent of or a license from the owner, it was
held in a decision of our Office to the Secretary
of War dated August 4, 1931, 11 Comp. Gen. 44,
that since this involved the settlement of a claim
after the infringement had taken place such adjust-
ment was not vithin the authority of the department,
that the ownor's renedy against the United States
was restricted to a suit in the Court of Claims,
and that any adjustment to avoid such a suit was
for consideration of the contractor who bad obligated
itself to protect the Governnent agairnst such claims
under the provisions of the "hold harmless" clause
of the supply contracts involved. Cf. ) Comp, Gen.
713, 1.3 id. 173, and 22 Id. 904.

In this regard, your attention is invited to page 124 of
Volume 4, Part I, Chapter 2, of the Report of the Cosission on
Government Procurement (December 1972) wherein two recommendations
for the consideration of Congcese particularly pertinent to the
instant request for decision are made to correct the recognized
lack of uniformity in the area of patent infringement.

Recoarirendation 6. Authorize all agencies to settle
patent infringcLlent clairs out of available appropria-
tiono prior to the filing of suit.

Recommendation 7. Grant all agoreien express statutory
authority to acquire patents, applications for patents,
and licenses or other interects thereunder.

Another way to facilitate ajsp:oprlate monetary
relief for the use of patented wit itions by or for the
Governrent is. to vaiden administrative authority to
cattl claims for such usC. Only the Department of
Defenne has clear authority in thin aron. lie have con-
cluded that thin should be rectified and that there is
a need for authority in all agencies to settle claims
that could be brought under 28 U.S.C. § 1498. The
granting of such authority would t.. a significant
measure in ensuring the equitable treatment of patent
owners.

Agencies should also have clear authority to
acquire patents or rights thereunder. This would
allow agencies to follou procedures similar to
l!Y'.' "n;r0%r.r 11"1n apnoroneh rathetr
t1.;:i Oe1yi ;n irthe-ic.ct suitc or scttlvtscmt.
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In 37 Corp. Con. nupra,. our Office noted, but did not
resolve the question an to whether section 3 of the Royalty
Adjustment Act of 1942 was viable. That section of the act
authorized the head of any Government agency to settle claims
of owners or licensors of inventions arising out of Govern-
ment use thereof, and to enter into agreements for compenea-
tion for future GoCernment use. ilovever, the provisions of
the act were completely oleleed frnn the United States Code
as a result of the 1952 revision, codification and enactment
into law of title 35 (Patents) by P. L, 82-593, 66 Stat. 792.
The table preceding the current title 35 shows the distribu-
tion of all sections of the former title 35. Sections 89
through 96 (Royalty Adjustrent Act of 1942) are listed as
"Expired." Also see, "Use of Patented Inventions by or for
the Covernment," R. Peters; Patents and Technical Data,
Covernment Contracts Monograph 110. 10, Tit George Washington
University (1967), where at page 77, footnote 37, it Is stated:

The Rnyalty Adjustment Act expired on April 1,
1953, and several months later section £09 of the
Department of Defense Appropriation Act of 1954,
67 Stat. 350, iuas panned to provide erpress authority
for meaking the jlicenseJ agreements previously
authoriced by section 3 of the Royalty Adjustment
Act, and for runakin agreements covering past use of
Nr4rringement" alone,

Similarly, in 37 Comp. Cen., supra., at page 202, we observed
that insofar as* the 1954 appropriation act is concerned:

* * * It pectn abundantly clear from the legislative
htsto.y and the provisions of this loeIslatlon that
this section tins enacted by Congress for the purpose
of providing cxpresr authority for r.:alinc the acquisi-
tion^. rreviottoly authorized by section 3 of the Loyalty
Adjustment Act, oupra. 2 * *

We are of the view that section 3 of Royalty Adjustment Act of
1942 has u' present effect.

Therefore, lee believe that no clear authority exists for
your Department to enter into the proposed license agreement.

Sincerely yours,

Vcor trae Co(;rj.trller ('vwtrn)
of the United States
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