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The Henorable,

The Seczetary of the Army.

Ny desr Wr. Secretary:

Reference is wads to letter of Hovamber 30, 1918, with en~
closures, fram the Assistant Secretary of ths Aray, presenting for
ensideration the .roposed setilament by the ypartmeat of the irmy
of & claim in faver of Harry A. Knox for the infringement of cartain
patents owed by hm relating to the eonstruction of military tanks
and as:exblies therefar. | .

It appears that, prior to January 1, 1942, the United Kingdom
fatered into certatn contracts with United Stutes censewns for the
oonstruction of & number of wilitary tenkz and asoemblies. In these
contracts, the United Kingdom agrosd to indamify the maanfecturers
against any and all claims for patent infringeawte ineideat to.such
manufecture, The tenks and assambliss covared Yy the contrects were
mmt‘d far and dcliwrdd to t.ho _(_In.‘.tod nnm mtu the tine

N m m l‘l ﬂu ware m over by tha tinited Statss Pupsut o

“take~ovar" agreemsnts entered into as a resmult of the determination,

wider land-lsase arreagmsnts, that the Uifted States would adminisber
al) way censtruction in this country and that the tnited Xingdom would
m all war cemgtruction within its borders, the material pro-

duced to be pooled snd utilized to the best zdvantage in the common
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The clatment ie & retired civilism employee of the United
States Governmente. Daffhg tne time of =uch employment he invented
certain improvements, etc., to military tenk consiructioa. ZThese
inventions he patentsd, coincldentally giving to the Undted Stetes
lisenses to manufacture or use the inventions for its om purposes.

It has been determined administratively thet the sanufscture
of the teks and assemblies for the United Kingdom infringed the

valid patents cmd by the claimmnt, who took steps to assert his

claim against the manufacturers. Thus, by reasm of its agree-
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mnt to ndemnify the ganufacturers agminst such olaiws, the Duited
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Kingdom became liable to the claimant for all such manufecture which
took place wnder the cantracts prior to the time when the thited
States took over the contrects, after which time such menufacture

wes "by and for the Ueited States” and within the license given the i
tadted States Yy the claiment. 7The United States and the lnited -figé
Kingdom entered into a Patent Interchange Agreement effsctive Jeuary It‘
1, 1542 (Treaties and Othar Intarnational Acts Seriss 1510, as anended é”g
A : by
March 27, 19L6, 60 Stat. 1566). Article VIII of the Patent Interchangs Lg;
il
Agroemsat reads in pertinent part as follows: i
«
"% # % Por ths purposes of this paregreph (a) chi.u assertad by o :5?
- nationals of the United States-of Anerica under any tnited States =~ ==~ " TEY
patents againss United Kingdom Covermment contrastars or subcontractors i
shall be eonstrusd to be claims subject to indesnification by the iy
Govsynawnt of the United States of Amarica §n cases where the Govern- il
mmt of the United Kingdom has sgreed snd undertaksa to indesnify -f?i
and save harnless such contractors or subcontractors sgainst any ’.J;’rg
liability resulting irom the use of any pstented invention.® \f!;;
_ _ - N
Articls Ix (b) of the same agreement rezdst 0
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“That, wporn being mnotﬁ.ﬁad of asay such claim, the Govern-
ment of the lihited SBtates of America will, so f5r as precticable,
dimpone of sudh claim through negotiations with the olaimsnt."

: Appcrcntiy, pursuant %o these provisions, the United Kingdom
called upan the United States %o negotiate with the claimsnt with
respect to the portion of his olaim covering infringemsats by
maufacture which took place after January 1, 1942, tiew effective
dste of the Patent Intarchange Agresmsut. Funds sppropriated te
the President in the Second Deficiency Appropriatien Act, 1948,
wmder the heading "Defense iid, ILiquidation lend-lease Progmx”
(62 Stas. ms‘ﬁ) "for paynent of claims appraved pricr to Jue 30,
' 19&9, under a pstent interdhange. &mt «ascuied pursumt to*
the [end-lsase Act (55 Stat, &nbmud.ua&hbhtotb
Departasst of the Ammy. Hegotiaticns betwesn the claimant, the
Toited Kingdom and the Deparimert of the irsy have resulted fu (1)
an agrosssnt vharaby the claimant nocepted szh.ooo fron the United
Kingdow for the infringements which %ook place pricr to Jenusry 1,
1942, and {2) a proposed Patent Relsasa Gmt:nct, sbuitted with
your Jaster, whereby the lnited States would pey $35,000 to the

elaiman for sazrsng—nta w uuuruhm hotnen danvary 1, w2,

“and the dates of the nmcﬂu mtake-over™ sgreements referred to
shove.

Artisle ZVI of the Patent Interchange Agreemsat, &
vides as followss

*No patent rights, information, inventions, dewigns, or proc-
esses shall be requested by eithar Covirnment inder this Agreenent
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ned shall the indomi.thn got forth in Articles VI, VII, VIII, IX,
a&x#m-wtmhnwtofmymormm
scowrzing during ths continnance in effett of a licesnse agresmmt

or other smtrectusl ocbligetim in existence on Jamumry 1, 1912
between a nations) of aune Bovernment on the one haudl and & national
dtbtmrmtmﬂnamfhmdumgnnhpmtughu,
informstion, inwutiens, designas, or pm,u } pravided that if ,
such lizmnse agreemmat or other cmtmtul oblizmtion be nopexelusive,
sush patent rights, inferwitdon; inventions, designs, o processes
my be requestsd by sither Governmmmt wnder this Apreswnt in respest
of their use or Infringsmmt by hstionals e¢f the requestiag Govern-
mant other then ths nationel holding swch licenss agreement or other
ocantraotual obligation and the indemnitiss aforemmid shall, if other—
wise applisabla in avcordsnce with thelr terms, aprly to the sume
axtant.”

If the phrese "other coutPectual obligetfion" in thie Article
be oonstrued to embrece a cantrectual ebligation to indemnify against
slxins for infringmant, it would seem that paymmat to M. Mox
mder the propossd Fateat Raleass Cantrasct would be. improper, since
the Taited Kingdoa's omtrasts 40 lndemify the mmcfscturers were
hmcéaunnryl,w. and amitinued in existance there-
atver, Howsvar, it is wrosd in mppart of Mr. Keox's oladw wmt
the pless "othar sontreoctunl Goligatien® waw intendsd o refer only
to other cantractual oblimtinm_%_@_%ﬂhgmna,mhu
muuuwuawmmm'mo:gmngmén-

oeiving rights ﬁ&m to thon trmctcrnd by liomnse upreementa. ... .. oo

" It in wged alse thst \hm lmguags of Artisls VITI(s) of the Patent
Intarehsnge Agresmmnt, quoted sbove, 5o clearly sovers the instant
case &8 b9 mis it seem impesaibls that the drafiers of the Agresment
oowld have fatended to sounteract the effect of the language therect
by writing enflicting language into Artiels XVI, The final report
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to the Seoretary of State by the imericsn Chairssn of the Joint~
Eritiah-Americen Patent Interchangs Committes throws little light
o what is mesnt by the phrase “otber contrastual obligatim® in
Article XVI, tub it indicates that the primery purpose of that
M-muavuddmuogchmehmmw
wder the Patent Imterchange Agresmnt would iwpair exelusive
omses, otc., given to otuers prior to denwery 1, 1942.

 In & letter dated Narch 1i, 1549, from the Under Secretary of
State, with reference to the matter, it i» rtateds

"% & & represmiatives of this Depeartamt have also ccusulied
with other persms more iLmmediately familiar with the intention and
operatien of the Patent Interchangs Agreemmnt, inoluding repreast~
atives of the British Geverument who have been ooucearred with these
sperationg. All such persms hive canfirwmed the wndaretanding of
Ahis Departamt that the Agreomant was Intendad %0 cover clalws of
e type fnvelved in the IMox casw, wnd up to interpred the wards
Sothey contawntusl obligations' in Artisls XVI as referring to an
Bbiipstion of the typs repressuted by the iddemities given Ly the
British Governmant t0 Aierisa menufestariig eonserns would not bs
in conformity with thedy waderstending of the intention of the
Agremmmt. IV iz of the utmost lmportance in our foreign relstions
tat agresmants of this nature be carried out in sccordmce with
the intentions of thes sigatory gsvernaents. To scoouplish this
«d, interpretationd plsced upen the terwe of the agreemmuts by
mohgmtsbuuhmhaatommnhtmﬁmsu
ﬂnmmilautmh

In the ecirewmstances, and .eince the interpretatim placed on. .
their own language by the drafters of aa agresment muat be given
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ment as to the truve meaning, I pareeive no basis for tnterposing
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eny objection to the esmcution of the Istemt Halesse Contract and
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the payment of the mnMﬁm coverad thereby,

The contract and voucher are retumed herewith.

Respeotfully,

.gned) Lindeey C. Werres

>

of the United States..
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