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The Henorable, 

The Secaretery of the Amy* 

] ^ dasr ur. Saeretaryt 

Keferanoa ia nade to latter of KofVoaiMr 30, IffUB* with ea^ 

eloBures, from tbe Aaslstaat Secretaiy of ths iTagr, preeanting for 

ecnsideratioEL the î ropoeed setvleaent by the Cepartoent of the Amy 

of a claim in flavor of Karry A. Ehox for the infTineaaent of certain 

patente omad tqr hia relatin;;; to the eonstruetien of military tanks 

and aa:«abliea tharafor* 

Zt appears t ^ t , prior to January 1, 29hZ, the (;hited Kingdon 

iatered into certain contraots «i1^ United Stataa oeneaRia for the 

oaastraction of a nuober of militagy toiks and aaeoafclies* In tboae 

oontraote, tha United Kingdoa agroiid to indaaaify the nanefaotarerfi 

agaiinat any and e l l dalna fear patent infringeaantie inoldaot to such 

aaaufsotnre* Th* tank* and aaseat^Ues eovarad tqr the contraots ware 

ttonstruftted for and daliverid to the Uhited Klaĝ toa aatil the tine 

when tbe contraots aare takan over by the United States putwucnt to 

"talre lovor'* agreeaaate entered into as a reault of the deterainaiien, 

WB4SV lend-laaae artaagawHate, that the Ltalted Statea vould adainiater 

All war oonstnuetion in this ccoatxy and that the Ubited Kingdom sould 

adalaialir a l l war oanstruetlon within i t s borders, the material pro-

duoad to bt poolad aad utilised to tho best advantage in the comon 
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Tha olainant ia a retired dv i l l sn eaployee of n̂ he Ibited 

3tatas (3«vexnaant* Dnrlhg too tlaae of such «aplo;aent ha invented 

certain laprovewante, ete. , to allitaxy tank eonstroeticn* The@e 

Inventlone he patented^ eeinoldentally giving to the Uaitad States 

linwisea te asnufeotore or use the inventiona for Its oan pmvoaes* 

t t has bean dateraSned adaijiiatrativwly thai the aanufncture 

of the tatka and aeeaedaliee for the Ubited KLngdoa infringed the 

valid patante «iined by the elaiosnt^ idio t o ^ steps to assert his 

olnla. against the Baaufaotarers. Thns, by reason of i t s agree<-

aant to indemi^ the i^ufacturere against sueh OIBIKS, the Oi;lted 

Kin̂ dOB becaae liable to the olaistant for a l l suoh aanufacture trilvieh 

took plaea under tha eoatraets prior to the tiae vhen the Iftiited 

Stataa took ovwr the eoatraets, after which tine such aanufacture 

waa "by and for the Ibited States" and within the lloenae given the 

tfaited States ^ the oUiiaant. lim U-ilted States and the Uoited 

Elagdaa entered into a Patent foterehange Agreeaent effective Jhnuaxy 

1, l9USi (Treetias and Other Ihtarnational Acts Series 1^0, aa aaended 

liureh 2T» 19it6^ 60 Stat. iS6S), ArUcle Vin of the Patent Ihterehangs 

Agreeaant raada ia p«rtlnent part as foHoaa: 

"• « « Ptir the purposes of thi« paragraiAi (a) blaiaat aasuted by 
natiooala ofthe Ifaltad Statee of Aaerioa under tiaylfcltad Statea 
patenta against United CLngdoa Ooweiaaant oontraatore or subcontractore 
shall ba eonatrued to be claias subject te liiiTaiirni iliTiii IQT the 
OevemMnt of tha Dhlted st&tee of Aaariea in eaeee ahww the Qovoam-
aakt of tha Ghited ICingdon has agreed end uadertalean to indosnixy 
aad aava bsHaLeas saoh eontractore or aubeoatractora against ar<y 
liaULlitgr resulting £rcai the use of atqr patented invention.** 

Artioln IX (b) of the saaa agreement readst 
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*'That| upon beinsc eo hotiried of aay sueh claitt« the Oovem-
at of the Ihited Statea of >Aasrioa will, so tsr as practicable, 

dlapoee of aueh elaia thrpugh negotiations vith tha olainant*" 

Apparently, puraaaat to these provisions, tbe United ffiLngdoa 

called upon the Uiltad States to negotiate atth the dalaaat w i ^ 

reepect to tha portion of his olaia eovsring infringsaenta by 

aaaufae^ire «hioh took place after January 1, 19^^ the ^fective 

data of tbe F»t«nt Xnterobange Agynsment* Funds spprt^prlated te 

ths Preeldait in the Seoond Qefloiancy ^qpropriatien Aet̂  192t8» 

wider the heading "OafMuie Aid« XJUioldation X«n4-2iaaaa Aragaaa'* 

(62 Stat* 1030} *for pay»ani of elaias approved prior to Jtee 30, 

l$4i9, ooder a patent intarohhnea agraeaaat enaoutad pursuant to" 

the Land-̂ Iaaaa Aet ($5 Stat, 3 ^ , iiava basn iskda avaiUbla to tte 

D^Mtrtaant of the Aniy« Kagottationa betaeea the elaiaant, the 

Ibited Kingdoa ind tha Hmfoâ m̂tX of tha Angr hava reaaltad in (1) 

•n agroeawBlp vhanAqr the claiaaat noe^ted $22(,000 fron the Ibited 

Ktnedoa Sxst tha infrLneaaaate wtdL^ took plnoa prior to Jtausrf 1, 

19tt2, anet (2) a proposad Patent Kalaasa Oentract^ sidinittad with 

yaor letter^ wbarahy ths ttoited States would pey f3$/dOO to tt» 

elaiaawt Zwt iafringaaanta >qr aMattfaotnre be^aaen Jtanuary 1, 19i:2, 

and the datas of the rei^ieetivia "tak»-ovar" agreeiBenta referred to 

dMva. 

Artlala XVI of tha I^tant Zhtarohange AgreeoMKit̂  SSS3Si? '̂ '̂ ^ 

vidas ai feUaaai 

"Va patent rlghbs^ inforaation, inventions^ deal^ia, er proc* 
esaee shall be requsatad by either Oovemaani under thia Agreeaant 
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ner shall the indaanitiea set forth in Artloles U , VII, VIIX> IX, 
and I af this Agreeaont api>]y in mapaot of any use or ixtfiringaaant 
eoaaning dus^g the eontintMOoa in affaet of A Vka«im$ agreanent 
er other aantraetual obligaMoi In axlctsana on JSaamocy 1« 9̂i)2 
baiwten a natianal of ona aovamiuat on tha ona haoQ and a national 
ef tha ether Cbearnaant ca the other hand oovarlng aueh patent rights, 
inferaatfan, inwmtiooa^ deaî >aa« or proeeafaat ĵ fHswidad that If 
etinfa Uaanaa agreesMit or other oaatzwetaal^bUgiatiaB be noaexglnatve, 
sueh patent rig|M»s» infetaation^ invantlona^ dMKLgns, er proeeasas 
any be raqoaetad by either Oovemaaat imdar thia Agreanaat in reapeet 
of thair uae or InfrlnisiiMint ky iwttonielt ef tha re<iMsti^ ODV«xn«> 
asni other than the naiiaoal holdlxig su«^ lieaasa agreeasnt or other 
aentraotttsl obligetian «kd the indsanitiaa afmraaatd idiallj If other^ 
wise applioable in aeeordsaoa with thalr tensa, spply te tbe saaa 
extant*" 

If tha pfaraae "other oeatraetual obligatlcn" in thia Article 

ha oonateMed to eaitfaaa a contractual ehligation to indaaniiy against 

alittaui far infMaeiaant^ i t would saes ttent pâ yaaeit to ttr. Khcoc 

tndir tha prapoaaii Patent fielaaaa Oentraet wmOd be i«f>r9p«r, ŝ noa 

tha QAltad ttngdoa'i ooutraota to indennifly tha atenft«tarar* wera 

ia aylftaitae on OMosuaxy 1« 19i»2« and «Atlnuad in eodLstsnoe thara-

after* Boaevar« i i 1» urged in aqppert of Mr* KMX*S olaia that 

tha phraaa "oihac eeatraotual oiblî fctias" waa intandad to ritfer orily 

to othir aenlHcaotual obUgatlooa In the nnt<«pa c£ liaonaaa^ such aa 

aoald ba antared into only betaaan partlaa ê MkOo of giving end ra-

eeiving rights aiailar to those trenafevTad by lioanaa agreeaente. 

l \ U wged alao thai tha language ef Artielo 7nx(a) of tha Patent 

Sfttorehaage AgretMnt* qooted abovô  aa elearly eonrurs ths inatant 

aaao «• to aaka t t soea iapeaalblo that the draftara of tha Agreeaent 

Oaald hava Snteaded U aoenteraet tha af foet of tha iMiguage thereof 

tr writing oonfUeting langaai-a into Artialo X7X« l!ha final report 
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to the Seoretanr of state by the Aaarioan Cludxaan of tte Jolnt-

Britiab<Aaarlean Patent Interchan^ Conaittee throes Ut t l e light 

on what ia aaant hy the phraee "other ooatraotual ohligatieo" in 

J^rUele XVÎ  but i t indleatee that tte priaaty purpoaa of that 

article was to avoid situations io ehieh lloantei ra<inlatttnned 

mdar the Patsnt Jtetarohanga Agreaaant would î padte' «Belnsiva 

Usenaeay e tc . , glvwn to others prior io Jiaaaaxy 1, 19^* 

Ih a Xetteor datad liareh lb, 19U9, froa tba Cbdar Saoratsxy of 

StaU, with roferenea te the aatter, i t ia statedt 

•* * e raqprooantativea of thia JQâ iartasnt have alao oonaultod 
with other peraens aore Ijaaadiatoly jeailiar vith tha intantion and 
opo«a%tin af tha Patent laterehanga Agreeaant, Inolwting rapreaent-
atlvaa of tha BvltlA Oevemaent who havo bean ooMtevned with these 
eporatiOQO* All «B»h persona havo cmtiiemA tha wndteotindiag of 
thia Tiatiiirl—It that tte AgreoaMstt aaa intended to oevar Olaiaa of 
the type invalvad in the JChdx oaao, and thot to interpret the wards 
VWaar eontiootuol 6bliea!tians< in ArtiaXo SVX as referring to m 

JHha^tion of Mm Xgpm rapreeented by the i4daaaU.tioe glvan \v the 
Brlttoh Garamaant t o l̂ esrioatt aanufeetarix^ oonoema would not be 
in ocnfenl^ with their undaratanding of the intaotien of the 
Agroaasat* It la of thO utaoat ijapertsneo in our f orei^p ralationa 
that aDroasaata of thfa nature be oarriad out in aooordaneo vith 
tha i4stOBtiena ot t ^ at^iatory gawnnaents. To acooaplUh thia 
enĤ  intarpootatioitO plaood upon the tonao ef tha agreeaanta tpr 
neah gatetiiasiii a>faol4 ha saeh. as to furlAar tiaosa intentioaa to 
tha aaxiaaa poas^lo extent*" 

3h tha eiresaaataacea, and .einqa the intorpratatlon ploead on 

Uwlr own langutaige h7 the dr&ftera of an agroeaant anst be given 

Croat weight, osrooially vhere the oootracting partloe are in â r̂ee-

asnt aa te tha true aaanlngy I pereoive AO haaia for Intarpoadskg 

erqr objoetlon to the eaBBOutlori of the ^ t « i t Keloasa Contract ond 

^^^mmmmmmmmm$ 

m ill 
' i t 

y m 

r 
• i l 

•>'•• *) 

•8 

11 
M 

il 
i 

y 

M 

\m 

'Ml 



9 : ) 

B-31922 • 6 -

the payaant of tha oonslderatloa covered thezo^y* 

The cantraot and VOUCAWMT are rotnmod horoaith* 

KoipeotfaUy, 

tSigned) Lixuleasr C. «arre^ 

Coqlirtrollor (ianaral 
of tbs Uhitod States* 

Bftoloowroo. 
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